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ARGUMENT(S)

The Trademark Examining Attorney issued a Final Office Action in relation to the captioned mark dated
April 8, 2013. In that Action, the Trademark Examining Attorney continued her refusal of registration of
the applied-for mark IMPRESS based upon an alleged likelihood of confusion between Applicant's
mark and the mark IMPRESSA that is the subject of prior U.S. Registration No. 2695561 used in
connection with "electric coffee machines, espresso coffee machines and automatic espresso coffee
machines." Applicant respectfully disagrees with the Final Refusal, and Requests Reconsideration of the
same, noting it is simultaneously filing a Notice of Appeal. Applicant's Mark Creates A Different
Commercial Impression Than The Cited Mark And The Discretionary Doctrine Of Foreign Equivalents
Should Not Have Been Applied In This Case The Trademark Examining Attorney maintained her
contention that the applied-for mark IMPRESS is very similar in appearance, sound and meaning to the
registered mark IMPRESSA because the words are nearly identical except that applicant has removed
the letter "A" from the end of registrant's mark. In the Examining Attorney's opinion, this difference is
slight, and only alters the ending syllable of the applied-for mark. Furthermore, the Trademark
Examining Attorney has attached evidence from Babylon Online, which in her opinion shows that
"IMPRESSA" translates from Italian to mean "impress" in English, and, that under the doctrine of
foreign equivalents, a mark in a foreign language and a mark that is its English equivalent may be held
to be confusingly similar. Notwithstanding, Applicant reiterates that the respective marks not only have
different appearance, meaning and commercial impression, but also sound differently. Moreover,
likelihood of confusion may be significantly reduced by the "alteration, addition or elimination of only
two single letters from the mark." McGergor-Doninger, Inc., v. Drizzle Inc., 599 F.2d 1126, 1133-4, 202
USPQ 81, 89 (2d Cir. 1979) In this case, the elimination of only one letter has significantly reduced the
likelihood of confusion. In addition, the Trademark Examining Attorney should reconsider her Final
Refusal, as it is improperly based on a finding that IMPRESS and IMPRESSA are confusingly similar
pursuant to Trademark Act Section 2(d), 15 U.S.C. § 1052(d) and the incorrect presumption that
"impress" and "impressa" are foreign equivalents. In fact, the discretionary doctrine of foreign
equivalents should not have been applied in this case as it is unlikely that an appreciable number of
ordinary American purchasers would "stop and translate" the foreign word "impressa" into "impress."
Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 73 U.S.P.Q.2d 1689
(Fed. Cir. 2005) (emphasis supplied); see also Trademark Manual of Examining Procedure ("TMEP")
§1207.01(b) (vi). There are simply no facts or law to support the Trademarks Examining Attorney's
incorrect presumption that "impress" is the sole or primary translation of "impressa" and consumers



would be likely to translate the foreign word into its English equivalent. Moreover, according to the
same Babylon Online translator, "impressa" translates rather as "graven, carved, engraved." Please see
Exhibit A. Further, less than one-half of one percent of the population of the United States speaks Italian
in the home, making it even less likely that ordinary consumers would choose the Italian translation
"impress." See Exhibit B at p. 2. There Is A Distinction Between The Respective Goods And The
Channels Of Trade At Issue The cited mark is registered for use in connection with "electric coffee
machines, espresso coffee machines and automatic espresso coffee machines." A review of the
specimen of use that the Registrant submitted in support of the Section 8 Declaration of Use when filing
its Application for Renewal shows that the actual use of the IMPRESSA mark is, allegedly, always in
combination with additional wording, i.e., IMPRESSA S line, IMPRESSA Z line, IMPRESSA Z7 One
Touch, IMPRESSA J line, IMPRESSA J9 One Touch TFT, IMPRESSA F line, IMPRESSA F7. See the
Registrant's specimen of use attached as Exhibit C. In fact, Registrant's coffee machines are so highly
specialized that the Registrant chose to distinguish between its different products by adding extra
wording. Actually, Applicant wonders if the Trademark Examining Attorney made the prior registration
citation simply because both goods contained the term "coffee machines." On the other hand, a review
of Applicant's website reveals that Applicant's products are rather simple mechanic coffee brewers with
"no hassle of electric mechanisms or fussy plungers." See printout from Applicant's website
www.shop.gamilacompany.com, attached as Exhibit D hereto. Also, Applicant's product covered by the
mark IMPRESS is a one-cup-at-a-time handcrafted brewing process, sold exclusively through
Designbox that is a platform for creative professionals, as well as a shop and gallery, located in the
Raleigh Warehouse District. See Exhibits E and F. Same evidence shows also that the IMPRESS Coffee
Brewer is recognized by the purchasers "in its own right," eliminating any legitimate fear of a likelihood
of confusion between the respective marks that the Trademark Examining Attorney might have. No
individual shopper for a non-electric coffee brewer would be seeking out the Registrant's "high-tech"
sophisticated electric and automatic coffee machines. Thus, not only are the products provided by the
Registrant and Applicant readily distinguishable, the end users are also vastly different - different
enough that the knowledge of who the end users of the respective products are is evidence enough of the
differing trade channels and level of sophistication involved in the product purchases. There is no reason
for a purchaser shopping for a mechanic coffee brewer to even look at the Registrant's sophisticated
coffee machines. To that end, and based on the distinction between the sheer nature of the products
themselves, not even one consumer would ever purchase products from both the Registrant and
Applicant at the same time. In sum, it is clear from a comparison of the Registrant's and Applicants
divergent goods and trade channels that the two marks at issue can be distinguished above and beyond
the very distinct differences in the products' purposes and channels of trade. A further review of the
evidence fully discloses how the two companies and their businesses are vastly dissimilar from one
another. Conclusion One primary premise of trademark law is an immediate comparison between the
goods provided by the brand owners. Here, a comparison of the respective products reveals that the
brand owners offer remarkably distinguishable products that serve different functions and which are
marketed to different consumers and travels through different channels of trade. Since such product
distinctions, channels of trade, and purchasing characteristics eliminate any likelihood of confusion,
these factors must be taken into strong consideration when making a comparison of the marks. This is
especially the case when other identical marks have already been deemed capable of co-existence. For
these reasons, Applicant respectfully requests the withdrawal of the likelihood of confusion citation
herein. And taking into consideration that Registrant's mark IMPRESSA is distinguishable from
Applicant's mark IMPRESS, as the mark is dissimilar in appearance, sound and connotation, and creates
a different commercial impression when compared to Applicant's mark, Applicant believes it has
satisfied all outstanding issues relating to this application, and that the application should be now
approved for publication.
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To the Commissioner for Trademarks:

Application serial no. 85748352 has been amended as follows:
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ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Trademark Examining Attorney issued a Final Office Action in relation to the captioned mark dated
April 8, 2013. In that Action, the Trademark Examining Attorney continued her refusal of registration of
the applied-for mark IMPRESS based upon an alleged likelihood of confusion between Applicant's mark
and the mark IMPRESSA that is the subject of prior U.S. Registration No. 2695561 used in connection
with "electric coffee machines, espresso coffee machines and automatic espresso coffee machines."
Applicant respectfully disagrees with the Final Refusal, and Requests Reconsideration of the same, noting
it is simultaneously filing a Notice of Appeal. Applicant's Mark Creates A Different Commercial
Impression Than The Cited Mark And The Discretionary Doctrine Of Foreign Equivalents Should Not
Have Been Applied In This Case The Trademark Examining Attorney maintained her contention that the
applied-for mark IMPRESS is very similar in appearance, sound and meaning to the registered mark
IMPRESSA because the words are nearly identical except that applicant has removed the letter "A" from
the end of registrant's mark. In the Examining Attorney's opinion, this difference is slight, and only alters
the ending syllable of the applied-for mark. Furthermore, the Trademark Examining Attorney has attached
evidence from Babylon Online, which in her opinion shows that "IMPRESSA" translates from Italian to
mean "impress" in English, and, that under the doctrine of foreign equivalents, a mark in a foreign
language and a mark that is its English equivalent may be held to be confusingly similar. Notwithstanding,
Applicant reiterates that the respective marks not only have different appearance, meaning and
commercial impression, but also sound differently. Moreover, likelihood of confusion may be
significantly reduced by the "alteration, addition or elimination of only two single letters from the mark."
McGergor-Doninger, Inc., v. Drizzle Inc., 599 F.2d 1126, 1133-4, 202 USPQ 81, 89 (2d Cir. 1979) In this
case, the elimination of only one letter has significantly reduced the likelihood of confusion. In addition,
the Trademark Examining Attorney should reconsider her Final Refusal, as it is improperly based on a
finding that IMPRESS and IMPRESSA are confusingly similar pursuant to Trademark Act Section 2(d),
15 U.S.C. § 1052(d) and the incorrect presumption that "impress" and "impressa" are foreign equivalents.
In fact, the discretionary doctrine of foreign equivalents should not have been applied in this case as it is
unlikely that an appreciable number of ordinary American purchasers would "stop and translate" the
foreign word "impressa" into "impress." Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison
Fondee En 1772, 73 U.S.P.Q.2d 1689 (Fed. Cir. 2005) (emphasis supplied); see also Trademark Manual of
Examining Procedure ("TMEP") §1207.01(b) (vi). There are simply no facts or law to support the
Trademarks Examining Attorney's incorrect presumption that "impress" is the sole or primary translation
of "impressa" and consumers would be likely to translate the foreign word into its English equivalent.
Moreover, according to the same Babylon Online translator, "impressa" translates rather as "graven,
carved, engraved." Please see Exhibit A. Further, less than one-half of one percent of the population of the
United States speaks Italian in the home, making it even less likely that ordinary consumers would choose
the Italian translation "impress." See Exhibit B at p. 2. There Is A Distinction Between The Respective
Goods And The Channels Of Trade At Issue The cited mark is registered for use in connection with
"electric coffee machines, espresso coffee machines and automatic espresso coffee machines." A review of
the specimen of use that the Registrant submitted in support of the Section 8 Declaration of Use when
filing its Application for Renewal shows that the actual use of the IMPRESSA mark is, allegedly, always
in combination with additional wording, i.e., IMPRESSA S line, IMPRESSA Z line, IMPRESSA Z7 One
Touch, IMPRESSA J line, IMPRESSA J9 One Touch TFT, IMPRESSA F line, IMPRESSA F7. See the
Registrant's specimen of use attached as Exhibit C. In fact, Registrant's coffee machines are so highly
specialized that the Registrant chose to distinguish between its different products by adding extra wording.
Actually, Applicant wonders if the Trademark Examining Attorney made the prior registration citation
simply because both goods contained the term "coffee machines." On the other hand, a review of
Applicant's website reveals that Applicant's products are rather simple mechanic coffee brewers with "no



hassle of electric mechanisms or fussy plungers." See printout from Applicant's website
www.shop.gamilacompany.com, attached as Exhibit D hereto. Also, Applicant's product covered by the
mark IMPRESS is a one-cup-at-a-time handcrafted brewing process, sold exclusively through Designbox
that is a platform for creative professionals, as well as a shop and gallery, located in the Raleigh
Warehouse District. See Exhibits E and F. Same evidence shows also that the IMPRESS Coffee Brewer is
recognized by the purchasers "in its own right," eliminating any legitimate fear of a likelihood of
confusion between the respective marks that the Trademark Examining Attorney might have. No
individual shopper for a non-electric coffee brewer would be seeking out the Registrant's "high-tech"
sophisticated electric and automatic coffee machines. Thus, not only are the products provided by the
Registrant and Applicant readily distinguishable, the end users are also vastly different - different enough
that the knowledge of who the end users of the respective products are is evidence enough of the differing
trade channels and level of sophistication involved in the product purchases. There is no reason for a
purchaser shopping for a mechanic coffee brewer to even look at the Registrant's sophisticated coffee
machines. To that end, and based on the distinction between the sheer nature of the products themselves,
not even one consumer would ever purchase products from both the Registrant and Applicant at the same
time. In sum, it is clear from a comparison of the Registrant's and Applicants divergent goods and trade
channels that the two marks at issue can be distinguished above and beyond the very distinct differences in
the products' purposes and channels of trade. A further review of the evidence fully discloses how the two
companies and their businesses are vastly dissimilar from one another. Conclusion One primary premise
of trademark law is an immediate comparison between the goods provided by the brand owners. Here, a
comparison of the respective products reveals that the brand owners offer remarkably distinguishable
products that serve different functions and which are marketed to different consumers and travels through
different channels of trade. Since such product distinctions, channels of trade, and purchasing
characteristics eliminate any likelihood of confusion, these factors must be taken into strong consideration
when making a comparison of the marks. This is especially the case when other identical marks have
already been deemed capable of co-existence. For these reasons, Applicant respectfully requests the
withdrawal of the likelihood of confusion citation herein. And taking into consideration that Registrant's
mark IMPRESSA is distinguishable from Applicant's mark IMPRESS, as the mark is dissimilar in
appearance, sound and connotation, and creates a different commercial impression when compared to
Applicant's mark, Applicant believes it has satisfied all outstanding issues relating to this application, and
that the application should be now approved for publication.
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Evidence in the nature of Italian- English online dictionary translator printout; Wikipedia evidence;
Registrant's specimen of use; Applicant company website printout; Applicant's products reviews;
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Request for Reconsideration Signature
Signature: /milena s. mishev/     Date: 10/08/2013
Signatory's Name: Milena S. Mishev
Signatory's Position: Attorney, NYS Bar member

Signatory's Phone Number: 914 385 1013

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 85748352
Internet Transmission Date: Tue Oct 08 18:41:22 EDT 2013
TEAS Stamp: USPTO/RFR-75.99.250.2-201310081841226616
37-85748352-500ef7e976af5ebfa37f1e1317db
dd4fb95267a204bc80d0c1a021a04f8f71c6-N/A
-N/A-20131008181200556543

../evi_75992502-181200556_._00489204.PDF
../RFR0047.JPG
../evi_75992502-181200556_._00489181.PDF
../RFR0048.JPG
../RFR0049.JPG
../RFR0050.JPG
../RFR0051.JPG





































































































	TEAS Request Reconsideration after FOA - 2013-10-08

